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This is a Reply Brief filed in response to the Examiner's Answer mailed January 
29, 2007. 



I. General Comments 

The Examiner's Answer maintains that all of the independent claims 1, 1 1, 17 and 
21 are anticipated by U.S. Patent No. 5 3 3 04 5 903 to Sharp (hereinafter "Sharp"). 
However, the Examiner's Answer openly admits that Sharp does not teach each and 
every element of a single one of those claims. Instead, the anticipation rejections rely on 
disregarding several limitations and/or teachings by "inherency". In particular, the 
Examiner now maintains that the limitations of the processor in claims 1 and 21 are 
merely functional, and thus the processor in Sharp satisfies those limitations without 
actually disclosing them. (Examiner's Answer at p.4). With regard to method claims 1 1 
and 17, various shortcomings of Sharp are glossed over with unsupported and incorrect 
inherency arguments. 

Nowhere does the Examiner identify a single independent claim in which each 
element is disclosed in Sharp. As will be discussed below, neither the disregarding of 
limitations nor the inherency arguments are proper. As a consequence, the anticipation 
rejection of independent claims 1,11, 17 and 21 should be reversed. Moreover, for 
reasons set forth in the Appeal Brief, the rejections of all claims should be reversed. 

II. Claim 1 

The Examiner appears to admit that Sharp fails to teach the literal limitations of 
the processor of claim 1. In particular, in Applicant's Appeal Brief, it was asserted that 
the the Sharp fails to teach a processor that is operable to: "provide a plurality of voltage 
to an actuator. . ., receive from a source of flow measurements a flow measure. . ., and 



store information representative of the relationship between [the voltages and flow 
measures]. 55 

In the Examiner's Answer, the Examiner did not attempt to rebut this argument by 

stating where and how the processing circuit of Sharp performs such operations. Instead, 

the Examiner stated: 

Applicant is arguing that Sharp et al. fails to disclose a processing circuit that 
performs the calibration operations of claim 1 . In response, it is noted that Sharp et al. 
does indeed disclose a processing circuit (55) and the alleged calibration operations of 
claim 1 have been recited in the form of functional limitations ONLY that the processing 
circuit (55) is certainly capable of performing and hence the anticipation of the claimed 
limitations by Sharp et al as set forth in the Final office action is proper. 

(Examiner's Answer at p.4). 

Thus, the issue is not whether Sharp teaches the literal elements of claim 1, but 
rather whether Sharp teaches a device that is capable of performing claimed "functional 
limitations." 

A. The Examiner has not Established a Prima Facie Case 
The Examiner states that the processing circuit 55 of Sharp "is certainly capable 
of performing" the "functional limitations" of claim 1 . There is no evidence on the 
record that the processing circuit is capable of "[receiving] from the source of flow 
measurements a flow measure. . ., and [storing] information representative of the 
relationship between each of the plurality of voltages and the flow meaures". 

By way of example, the processing circuit of Sharp is completely incapable of 
receiving flow measurements because it is not connected, nor disclosed to be connectable 
to, a source of flow measurements. Further, there is nothing to indicate that the processor 
55 of Sharp is programmed or otherwise configured to perform the claimed operations. 



B. The Examiner's Discounting of "Functional Limitations" 

Even if the processing circuit 55 were modifiable to perform the claim limitations 
of claim 1, it is improper to equate the possibility of modification to perform claimed 
operations with an anticipatory teaching. 

More specifically, the Examiner appears to rely on the argument that because 
claim 1 recites a processing circuit "operable to" perform certain operations, that virtually 
any processing circuit satisfies those limitations. This is incorrect. For a processing 
circuit to be operable to perform certain operations, it must be programmed and/or 
otherwise configured to receive certain inputs and perform those operations. If the 
processing circuit is not in fact programmed or otherwise configured to perform the 
claimed operations, it is not operable to perform those operations. 

Thus, the mere fact that the processing circuit 55 of Sharp arguably could be 
programmed to perform the claimed operations, and to receive the inputs as claimed, is 
not enough to satisfy the limitation that the processing circuit 55 of Sharp is operable to 
perform those operations, absent the programming. 

For this additional reason, the rejection of claim 1 should be reversed. 

C. Late Notice 

The Examiner first advanced the "merely functional" limitation argument in the 
Examiner's Answer. This implies that the Examiner would have withdrawn this rejection 
if the applicant had replaced "operable to" with "configured to" or "programmed to" or 
some other language during prosecution. Because this argument was first advanced in 
the Examiner's Answer, applicant did not have this opportunity. Applicant certainly did 



not claim the alleged "functional limitations" with the expectation that they would be 
discounted through use of the words "operable to". 

III. Claim 21 

The arguments set forth above in connection with claim 1 apply to claim 21 . 

IV. Claim 11 

The Examiner's Answer acknowledges, effectively, that the calibration operation 
of Sharp must occur in situ, or in other words, after installation in the facility in which the 
device will be used, in order to satisfy the elements of claim 1 1. To this end, the 
Examiner's Answer asserts that the "calibration operation" of Sharp must inherently be 
performed in situ. (Examiner's Answer at p.5). Thus, the rejection of claim 1 1 would be 
appropriately withheld, according to the Examiner. 

To support the in situ calibration assertion, the Examiner states that the "since the 
calibration curve is being utilized to position the valve to produce the desired flow, such 
calibration necessarily refers to "in-situ" calibration." (Id) 

The Examiner is incorrect. Calibration of valve position versus flow in a Venturi 
Valve does not need to be performed in situ. There is absolutely no reason why the flow 
versus position curve cannot be calibrated at a manufacturing facility, or within a 
dedicated calibration fixture. 

Thus, in situ calibration of Venturi valves is not the only possibility. As a 
consequence, inherency with regard to this issue is unsupported. While in situ calibration 



of a Venturi valve is a possibility, the lack of a suitable in situ flow sensor in Sharp 
indicates that the calibration is performed elsewhere. 

Because the Examiner has failed to support a case of inherency with respect to the 
calibration operation of Sharp occurring in situ, it is respectfully submitted that the 
anticipation rejection of claim 1 1 is in error and should be reversed. 

V. Claim 17 

With regard to claim 17, applicant does not believe the Examiner's Answer has 
successfully rebutted that arguments set forth in connection with claim 17 in the Appeal 
Brief. 

VI. CONCLUSION 

For all of the foregoing reasons, as well as those set forth in the Appeal Brief, 
claims 1-26 are not unpatentable. As a consequence, the Board of Appeals is respectfully 
requested to reverse the rejection of these claims. 
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